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1 . As indicated at the end of this Office action, this application is how being handled 
by a different examiner. 

2. Applicant's election without traverse of Group II, claims 80-1 14, in the reply filed 
on 07/21/04 is acknowledged. 

3. Claims 59-62 are withdrawn from further consideration pursuant to 37 CFR 

1 .142(b) as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on 07/21/04. 

4. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 . 1 7(i). 

5. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 
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6. Claims 80-1 14 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

A) These claims are confusing because "the first strand cDNA" in line 15 of 
claim 1 lacks proper antecedent basis. Clarification is required. 

B) Claim 85 is further confusing because of the language "a least"; it would 
appear that "at least" is intended. Clarification is required. 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 80-1 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chenchik et al. (US 5,962,272) in view of Van Gelder et al. (US 5,545,522). 
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These claims are drawn to a method of RNA amplification, comprising incubating 
a target strand with a synthesis primer and a terminal continuation oligonucleotide, 
wherein at least one of the terminal continuation oligonucleotide or the primer comprises 
a transcriptional promoter sequence; extending the primer to form a first strand cDNA; 
incubating the first strand cDNA with the terminal continuation oligonucleotide; 
extending said oligonucleotide to form a second strand cDNA; incubating the cDNA with 
an RNA polymerase; and transcribing a plurality of RNA transcripts from the cDNA. 

Chenchik et al. disclose a method of RNA amplification using a synthesis primer 
and a terminal continuation oligonucleotide (called a "CapSwitch" oligonucleotide), 
wherein the amplification product is double-stranded DNA (see especially Fig. 3-1 and 
columns 2-13). With respect to both said oligonucleotide and primer, Chenchik et al. 
disclose numerous modifications, including incorporation of RNA polymerase promoter 
sequences (column 6, lines 6-34 and column 10, lines 20-44). 

While Chenchik et al. disclose modification of their basic method using 
oligonucleotides and/or primers comprising a transcriptional promoter sequence, they 
do not explicitly disclose the use of these sequences to form a plurality of RNA 
transcripts from the synthesized double-stranded cDNA . That is, the patent notes that 
such modifications "...simplify subsequent purification, using and cloning cDNA...". 

Van Gelder et al. disclose the incorporation of a transcriptional promoter 
sequence on a primer for extending a target RNA sequence into a cDNA, wherein said 
sequence advantageously provides for synthesis of a plurality of RNA transcripts from 
the cDNA using an RNA polymerase (see Figure 1 and columns 2-10). 
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One of ordinary skill in the art would have been motivated to use the embodiment 
of Chenchik et al. wherein one or both of the terminal continuation oligonucleotide and 
the synthesis primer comprise a transcriptional promoter sequence, to form a plurality of 
RNA transcripts from double-stranded cDNA, because Van Gelder et al. disclosed the 
advantageous use of such promoter sequences for that purpose. In other words, given 
the teachings of Van Gelder et al., the claimed method would have been an obvious 
and suggested extension or application of the method of Chenchik et al., providing the 
expected benefit of amplified RNA from the cDNA. Regarding the dependent claims, 
these indisputably relate to well known, conventional methodologies and parameters in 
nucleic acid manipulation and histology, and thus clearly do not bear on patentability. It 
would have been prima facie obvious to one of ordinary skill in the art at the time of the 
invention to carry out the claimed methods. 

8. Xu et al. (US 2003/01 04432), not prior art, discloses an embodiment of the 
instant claims in Fig. 6. Chenchik et al. (US 5,962,271) is made of record as a 
reference of interest. 



9. 



No claims are free of the prior art. 
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10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kenneth R Horlick whose telephone number is 571-272- 
0784. The examiner can normally be reached on Monday-Thursday 6:30AM-5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on 571-272-0782. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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Primary Examiner 
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01/06/05 



